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Harmonization 
en route

The ASEAN Economic Community (AEC) Blueprint has 
highlighted the strengthening of IP rights as one of the 
strategies of developing ASEAN into a competitive economic 
region.

All ASEAN member states are now part of the World Trade 
Organization (WTO) following the latest accession by Laos in 
2013. As members of the WTO, ASEAN countries have the 
obligation to ensure that their IP laws are compliant with the 
minimum standards that are prescribed by the Agreement 
on Trade-Related Aspects of Intellectual Property Rights 
(TRIPS).

In this chapter, we will focus specifically on trade mark law, 
one of the most strategic IP rights that lies at the heart of 
commerce. Trade marks play an important role in helping 
consumers identify and differentiate the source of goods 
and services that are in the commercial market. They are 
also valuable assets to companies in building reputation and 
providing the assurance of quality to consumers.

Every ASEAN country has its own system of registration for 
the protection of trade marks. Protection of trade marks 
is territorial in nature i.e. they are only protected in the 
countries where they are registered in and/or in some 
countries, where they are used. Depending on the scale of 

its business operation, a company may choose to register its trade marks 
in several countries to ensure protection of its trade marks in the markets 
of interest. The comparison of various trade mark law systems of several 
ASEAN countries in this issue would provide useful information for 
companies that are contemplating protection of their trade marks beyond 
their own national borders.

With the advent of the AEC, ASEAN countries have committed to the 
accession to the Madrid Protocol by 2015. The Madrid Protocol will 
facilitate the registration of trade marks in the members of Madrid Union 
all over the world, as it provides the mechanism for simultaneous filing 
of trade mark applications in the member countries of the Madrid Union 
through one IP administrative office.

Unless changes are made to the local legislation upon accession to the 
Madrid Protocol, this issue of ASEAN Insights will continue to be a 
relevant guide even after the implementation of the Madrid Protocol as 
the registration requirements of each ASEAN country would have to be 
fulfilled separately.
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What are the criteria
for a registrable

trademark?

Is there any
requirement to prove
use as a condition for

renewal?

What are the remedies
available to the
proprietor of a

registered trademark
against an infringer?

LaosIndonesiaCambodiaBrunei
• Trademarks Act (Cap 98)
• Trademarks Rules (2000)What is the relevant

trademark legislation?

Documents /
information required

for registration?

Is there any
requirement to prove
use as a condition for

registration?

Are there local
authorities tasked with
the duty / responsibility
in taking action against

an infringer?

• The Law Concerning Marks, 
Trade Names and Acts of Unfair 
Competition 2002 

• Sub-Decree on the 
implementation of the Law 
concerning Marks, Trade Names 
and Acts of Unfair Competition

Trademark Law 2001 • Law on Intellectual Property 
2011

• Decree on Trademarks 1995
• Regulation on the Registration 

of Trademarks 2002

• Distinctive, i.e. capable of 
distinguishing the goods or 
services of the owner from 
the goods or services of 
another in the course of trade

• Not identical with or similar 
to any prior marks owned by 
other proprietor

• Not prohibited under the 
Trade Marks Act and Rules

• Application form duly 
completed

• One clear copy of the mark
• Full name and address of 

applicant
• A list of goods or services
• Description of claim if colour 

or a combination of colours is 
claimed as Trademark

• For marks that contain non-
English words, a certified 
transliteration and translation

• vii.If convention priority 
application is claimed, a 
certified copy of the priority

No, so long as there is an
intention to use the mark.

Any visible sign capable of
distinguishing the goods 
(trademark) or services (service 
mark).

• Application form
• Power of Attorney
• Fifteen (15) specimens of the 

mark
• A list of goods or services
• The full name, nationality 

and registered address of the 
applicant

• Priority data for claiming 
priority right under the Paris 
Convention (if any), including 
application number, priority 
date, country of the priority 
application

No. But the applicant is required 
to provide information about 
the first registration or use 
of the trade mark in another 
country.

Distinctive or capable of 
differentiation from another’s 
goods or services.

• Application letter
• Full name, address, and 

nationality of the applicant
• Statement of mark Owner
• Image/Representation of mark
• Class and type of the goods/

services for which the mark is 
applied for

• Priority Documents (if any)
• Power of Attorney

There is no proof of use 
required prior to registration.

• Any sign capable of distinguishing 
the goods or services of one 
undertaking from those of others

• A mark not identical to a 
previously registered or well-
known mark, or geographical 
indication for the same goods 
or services

• A mark not similar to a previously 
registered mark or well-known 
mark, where the use of the 
later mark would tend to cause 
confusion or create a false 
impression

• The mark does not contain 
characteristics prohibited

• An application form for the 
registration of trademark;

• 10 specimens of the mark. In 
case of mark, which consist 
of one color or several colors, 
such colors shall be clearly 
identified

• Description of goods or 
services

• Documents evidencing the 
filing date of the application 
for trademark registration first 
filed in a foreign country

• The rules governing the use 
of the mark (in case of the 
collective mark)

• The receipt of the prescribed 
charges for trademark 
registration and other services

There is no proof of use 
required prior to registration.

No. However, a registered mark 
is vulnerable to risk of being
expunged if not used within 5
years after registration.

• Damages
• Injunction
• Order for erasure
• Order for delivery up of 

infringing goods
• Order for disposal of 

infringing goods

Royal Brunei Police Force and 
the Royal Customs and Excise
Enforcement Unit.

Yes, the Affidavit of Use/Non 
Use will have to be filed within 
1 year after the fifth anniversary 
of the initial registration date 
and each renewal registration 
date.

• Damages and/or specific relief 
in civil court

• Customs authorities may 
suspend clearance of 
imported infringing goods

• Criminal prosecution and/
or fines.

The courts and customs 
authorities.

The law explicitly requires the
trademark to remain in use for 
the goods and services stated 
under the Certificate of Mark 
for extension of trademark 
registration.

• Compensation for losses 
suffered

• Order to desist from 
infringement

• Injunction

The State Police and civil 
servants from the Directorate 
General granted with special 
authority as investigators.

No

• Order to desist
• Order for suspension of 

Custom procedures
• Seizure of goods
• Declaratory judgment of 

infringement
• Damages
• Destruction and disposal of 

infringing articles
• Order to disclose identity of 

third person involved in the 
production and distribution 
of the infringing goods or 
services and their channels of 
distribution

Office of the Public Prosecutor.



VietnamThailandSingaporeMyanmarMalaysia
• Trade marks Act 1976
• Trade marks Regulations 1997
• Trade Descriptions Act 2011
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• Direction 13 of the 
Registration Act The

• Penal Code
• The Sea Customs Act
• The Specific Relief Act; and
• The Myanmar Merchandise 

Marks Act.

• Trade mark Act 1999
• Trade mark Rules

Trademark Act 1991, amended 
by Trademark Act No. 2 (2000)

• Law on Intellectual Property (“IP 
Law”) amended in 2009

• Decree dealing with 
administrative offences in relation 
to industrial property; and

• Decree providing guidelines for 
implementation of a number of 
articles

• Distinctive, i.e. capable of 
distinguishing the goods or 
services of the owner from 
the goods or services of 
another in the course of trade 

• Not identical with or so nearly 
resembles any prior marks 
owned by other proprietor

• Not prohibited under 
the Trade Marks Act and 
Regulations

• Application form duly 
completed

• Full name and address of the 
applicant(s)

• Representation of the mark
• Classification and list of 

goods/services the mark is 
applied for

• A copy of the priority 
application consisting of 
the details – filing date, 
application number, country 
of filing from which priority is 
claimed (if applicable)

• Date of first use in 
Malaysia(optional)

• Limitation – used to limit 
certain matters in the 
application eg. To disclaim the 
exclusive use of certain words 
or figures in the mark, if any

• Statutory Declaration to 
affirm that the applicant is 
the bona fide proprietor of 
the mark

• For non Roman character 
mark, a certified translation 
and transliteration

No, so long as there is an 
intention to use the mark.

The mark must be ”distinctive” 
in the sense of being adapted 
to distinguish the goods of the 
proprietor of the trademark 
from those other persons,
and the trademark must not 
be similar or identical to a 
trademark owned by
another person.

• Application form
• Power of Attorney
• Five (5) clear samples 

(specimens) of (each) original 
mark

• A list of goods or services ( 
which closely follow the Nice 
International Classification)

• The full name, nationality 
and registered address of the 
trademark owner

• For marks that contain non-
English words, a certified 
transliteration and translation

• Declaration of Trademark 
Ownership

No. But the Registration Office 
accepts ‘the writing admission’ 
that the trademark is used in 
respect of the goods or services 
or intended to be used in 
respect of the goods and
services in the Declaration of 
Trademark Ownership form.

• Distinctive, i.e. capable of 
distinguishing the goods or 
services of the owner from 
the goods or services of 
another in the course of trade

• Not identical with or similar 
to any prior marks owned by 
other proprietor

• Not prohibited under the 
Trade Marks Act and Rules

• Prescribed form duly 
completed

• Applicant’s full name and 
address

• A clear graphical 
representation of the mark

• A list of goods and services to 
be claimed

• A declaration of proposed use 
of the trade mark

• For non-English mark, a copy 
of the English translation and 
transliteration

No, so long as there is an 
intention to use the mark.

Distinctive, not the same as 
or similar to any trademark 
registered by another person or 
not prohibited by the Trademark 
Act.

• Application form (5 copies)
• Specimen of trademark
• Pronunciation and translation 

of the mark (if any)
• List of goods or services to be 

covered 
• Five (5) trademark specimens
• Copy of identification 

document or company 
certificate of the applicant

• Power of attorney with notaria 
certification, if applicant is 
from overseas

No, so long as there is an 
intention to use the mark.

• It is a visible sign in the form 
of letters, words, drawings or 
images including holograms, 
or a combination, represented 
in one or more colors

• It is capable of distinguishing 
goods or services of the mark 
owner from those of other 
subjects

• Declaration for registration
• Documents, samples and 

information identifying the 
industrial property object 
registered for protection

• Documents evidencing the 
registration right, if such right 
is acquired by the applicant 
from another person

• Documents evidencing the 
priority right, if such right is 
claimed 

• Copies of receipt for payment 
of fees and charges

The law is silent on this issue.

No. However, a registered mark 
is vulnerable to risk of being 
expunged if not used within 
3 years and 1 month after 
registration.

No. But the Registration Office 
accepts ‘the writing admission’ 
that the trademark is used in 
respect of the goods or services 
or intended to be used in 
respect of the goods and
services in the Declaration of
Trademark Ownership form.

No. However, a registered mark 
is vulnerable to risk of being
expunged if not used within 5
years after registration.

No. However, a registered mark 
is vulnerable to risk of being 
cancelled if the trademark has 
never been used or has not 
been used in good faith for a
period of three years prior to 
the date of filing the petition 
by the interested person for 
cancellation.

The law is silent on this issue.

• Damages for losses
• Permanent injunction
• Delivery/destruction of 

infringing items
• Discovery of relevant 

information/documents
• Legal Costs
• Public apology by infringer

The Police, The Customs, The 
Ministry of Domestic Trade, 
Co-operatives and
Consumerism (MDTCC).

• Civil action: injunction 
(perpetual/temporary) and 
damages for losses 

• Criminal action: imprisonment 
and/or fine

Local authorities exist such as 
relevant township courts/police 
stations in connection with 
taking legal action
against an infringer.

• Injunction
• Damages
• An account of profits
• Statutory damages
• Order for delivery up to 

proprietor and disposal of 
infringing materials

The police from the IP 
Rights Branch and Criminal 
Investigation Department of the 
Singapore Police Force.

• Monetary damages
• Injunction

The Court, the Customs, the
Department of Intellectual 
Property, and the Police.

• Administrative Remedies: 
Warning; Fines; Additional 
penalties (such as suspension of 
infringer’s business activities); 
and Compulsory remedial 
measures (such as the removal 
of infringing elements from the 
infringing goods)

• Civil remedies:Termination 
of the act of infringement; 
Public rectification and 
apology; Performance of civil 
obligations; Compensation for 
damages; and Destruction or 
disposal of infringing goods for 
non-commercial purposes

Scientific and technological 
inspectorates, information and 
communications inspectorates, 
market management offices,
and customs offices.
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Brunei

The Madrid Protocol is an international system for facilitating registration of trademarks that cover 92 member countries. It simplifies trade mark application processes for
applicants seeking global trade mark protection. Applicants may only file a single application designating the member countries of interest and not separately in individual

jurisdictions. The Protocol is administered by the International bureau of the WIPO.

Do you 
adopt NICE
Classification 
and if so,
which 
edition?

Does your 
country 
follow the 
rule of first 
use or first
registration?

What is the 
period of
registration 
for a 
registered
mark?

7th Edition 9th Edition 10th 
Edition

10th 
Edition

10th 
Edition

No

First to use First to file First to 
register

First to 
register

First to use First to use

10 years 10 years 10 years 10 years 10 years Indefinitely
but it is the
practice to
renew 
every
3 years

Cambodia Indonesia Laos Malaysia Myanmar Singapore Thailand Vietnam

NoIs your 
country a 
member of
Madrid 
Protocol?

Yes No No No No

Estimated 
time for
registration 
of a trade
mark from 
the date of
application?

1 month 8-10 
months

10-12 
months

6 months 8-12 
months

1 month

10th 
Edition

First to file

10 years

Philippines

Yes

6-12 
months

Yes No Yes

10th 
Edition

First to use

10 years

6-8 months

10th 
Edition

First to file

10 years

10-12 
months

10th 
Edition

First to file

10 years

10 months

“A trademark is a distinctive sign that identifies certain goods or services as those produced or provided by a specific person or enterprise. The holder of a registered
trademark has the legal right to exclusive use of the mark in relation to the products or services for which it is registered. The owner can prevent unauthorized use of the 
trademark, or a confusingly similar mark, so as to prevent consumers and the public in general from being misled. Unlike patents, trademarks can be maintained indefinitely 
by paying renewal fees. The procedures for registering trademarks are governed by the rules and regulations of national and regional IP offices. Trademark rights are limited to 
the jurisdiction of the authority that registers the trademark. Trademarks can be registered by filing an application at the relevant national or regional office(s), or by filing an 
international application through the Madrid System.” 
Source : WIPO IP Facts and Figures

CAMBODIA I INDONESIA I LAOS I MALAYSIA I MYANMAR I SINGAPORE I THAILAND I VIETNAM 

All rights reserved. No part of this document may be reproduced or distributed in any form or by any means, or stored in a database or 
retrieval system, without our prior written permission.  This Asean Insider represents the state of the law as at May 2015. It does not 
serve as a substitute for specialist legal advice. If you require any advice or further information, please contact us.IP
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ZICO|IP delivers all facets of Intellectual Property solutions from registration, dispute resolution and enforcement to 
transactional and regulatory advice in the ASEAN region and beyond. Our practice covers: IP prosecution and registration, 
IP dispute resolution, IP enforcement, transactional IP, IP valuation, IP management, regulatory advice. ZICO|IP is part of 
ZICO, an integrated network of multidisciplinary firms helping organizations and individuals succeed in ASEAN.
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